REMARKS 

In the foregoing Listing of Claims, Applicants cancel claim 1 and amend claims 1 8 and 
22 by further defining a method of inhibiting tyrosinase activity in a subject in need of 
preventing or alleviating spots and freckles created on skin or a method of ameliorating facial 
blood flow in a subject in need thereof, which comprises administering a composition 
comprising an effective amount of anthocyan for suppressing preventing or alleviating spots and 
freckles created on skin or for ameliorating facial blood flow to the subject. These aspects of 
Applicants' invention are described on page 5, lines 6-18; page 8, lines 12-17; and elsewhere in 
the Specification. Applicants respectfully request reconsideration and allowance of the 
inventions defined in claims 18-25 for reasons that follow. 

Applicants desire to express thanks to Examiner EUi Peselev for the courtesies extended 
the undersigned in a telephone interview on January 22, 2010. During the interview, the 
foregoing amendments to claims 18 and 22 were discussed among other things including the 
alleged inherency of the presently claimed method within the teachings of Matsumoto (EP 1 208 
755 Al). Examiner Peselev stated that amended claim 22 has a very good chance of 
patentability. With respect to amended claim 18, Examiner Peselev stated this claim has a good 
chance of patentability, but she would have to consider this matter fiirther after a response is 
filed. 

The Office Action included a single prior art rejection of claims 1 and 18-25 under 35 

U.S.C. § 102(b) as being anticipated by Matsumoto. Matsumoto was used to reject Applicants' 

claims in previous Office Actions. The Office Action took the position that Applicants' claimed 

tyrosinase inhibiting activity and amelioration of facial blood flow activity would have been 

inherent in the method disclosed by Matsumoto. In the foregoing amendments, Applicants 
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cancel claim 1 . In addition, Applicants amend claim 18 by defining a method of inhibiting 
tyrosinase activity in a subject in need of preventing or alleviating spots and freckles created on 
skin, which comprises administering a composition comprising an effective amount of anthocyan 
for preventing or alleviating spots and freckles created on skin to the subject. Similarly, 
Applicants amend claim 22 by defining a method of ameliorating facial blood flow in a subject 
in need thereof, which comprises administering a composition comprising an effective amount of 
anthocyan for ameliorating facial blood flow to the subject. Applicants respectfully submit that 
the presently claimed method of inhibiting tyrosinase activity in a subject in need of preventing 
or alleviating spots and freckles created on skin and the presently claimed method of 
ameliorating facial blood flow in a subject in need thereof, which comprises administering a 
composition comprising an effective amount of anthocyan for preventing or alleviating spots and 
freckles created on skin or for ameliorating facial blood flow to the subject, are not and cannot be 
inherent within the teachings of Matsumoto. Therefore, the presently claimed methods as 
defined in claims 18-25 cannot be anticipated by Matsumoto within the meaning of 35 U.S.C. 
§102. 

Applicants respectfiilly submit that the presently claimed use of inhibiting tyrosinase 
activity in a subject in need of preventing or alleviating spots and freckles created on skin as 

required in present claims 18-21 is not related to the uses of improving visual fiinction, 
improving body fluidity, and/or lowering blood pressure as discussed in Matsumoto, and thus is 
a new use over Matsumoto. 

Applicants speculate that the mechanism of inhibiting tyrosinase is as follows. When 
epidemic cells are irradiated with ultraviolet light, a signaling substance that enhances the 
synthesis of melanine is produced. The signaling substance binds to melanocytes. The 
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melanocytes are then activated and grow, and produce and activate tyrosinase that is a melanine- 
producing enzyme. The activated tyrosinase converts tyrosine to DOPA 
(dihydroxyphenylalanine) in a living body and then dopaquinone which stimulates the 
production of melanine is produced. Accordingly, inhibiting tyrosinase inhibits the production 
of DOPA and dopaquinone, which in turn inhibit the production of melanine. The attached 
Exhibit A (K. Ohhara et al., Functional Food, 2009, Vol. 2, No. 4, p. 383-386) shows the 
mechanism, especially in Fig. 3. 

The teachings of Matsumoto never disclose nor suggest the tyrosinase-inhibiting activity 
of anthocyanin and any relationship between tyrosinase-inhibiting activity and the production of 
melanine in a subject in need of preventing or alleviating spots and freckles created on skin as 
required in present claims 18 to 21. In addition, these properties or fimctions of the inventions 
defined in claims 18 to 21 are not related to the uses of improving visual fimction, improving 
body fluidity, and/or lowering blood pressure as proposed by Matsumoto, and thus is a new use 
or utility over Matsumoto. At least for these reasons. Applicants respectfully submit that the 
inventions of claims 18 to 21 are not anticipated by Matsumoto, and thus, are patentable 
thereover. 

Applicants' claims 22 to 25 are directed to a method of ameliorating facial blood flow in 

a subject in need thereof, which comprises administering a composition comprising an effective 
amount of anthocyan for ameliorating facial blood flow to the subject. This claimed use is not 
related to the uses of improving visual function, improving body fluidity, and/or lowering blood 
pressure as discussed in Matsumoto, and thus is a new use over Matsumoto. 

At best, Matsumoto proposes that an anthocyanin-containing composition has a blood 
fluidity improvement fiinction. However, the blood fluidity improvement function discussed in 
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Matsumoto is different from the function for improving facial blood flow that is required in the 
present claims. In particular, Matsumoto describes the blood fluidity effects in Example 12. 
Example 12 discloses "This fresh whole blood obtained by the collection of heparin was poured 
into a micro channel array (width 7 ^m, height 30 ^m, depth 4.5 ^m, and 8736 channels 
(Bloody 6-7, Hitachi Haramachi Electronics Co., Ltd.) at a water column difference of 20cm 
using MC-FAN (Santuri Kiko). The time necessary for 100 nl to pass through was determined." 
That is, the "improving blood fluidity fiinction" is evaluated by collecting blood measuring the 
time for blood to pass through the micro channel array. Attached Exhibit B is a copy of the 
catalogue of the MC-FAN used in the experiment of Example 12. Pages 2 and 4 of Exhibit B 
show the micro channel array. The width of the micro channel array is 7 ^m, which is the same 
as the diameter of a blood capillary. Page 2 of Exhibit B includes examples that describe how 
the analyzer is used. It is clear that the fluidity of blood component such as erythrocytes, 
leukocytes, and platelets was measured in Example 12 of Matsumoto. That is, the alleged "blood 
fluidity improvement function" of Matsumoto is a function to improve the fluidity of blood 
components such as erythrocytes, leukocytes, and platelets. Furthermore, Matsumoto describes, 

"That is, according to the present invention, diseases such as cerebral by affecting 

erythrocytes, leukocytes, and platelets as such in the blood to improve the fluidity of the blood 
itself, thereby lowering blood pressure rather than by vasoconstriction" in paragraph [0095] of 
EP 1208755 Al. 

On the contrary, the blood flow improving ftinction of the presently claimed inventions is 
based on vasodilatation effect on peripheral vessels. This fimction is significantly different from 
and unrelated to the blood fluidity improvement function discussed in Matsumoto. 
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The attached Exhibit C (Iwasaki-Kurashige et al., Vascular Pharmacology 44 (2006) 215- 
223) shows that blackcurrant concentrate which includes anthocyanin decreases peripheral 
vascular resistance that results in vasodilatation. Exhibit C illustrates the blood flow improving 
function required in claims 22-25. Furthermore, the presently claimed method has the 
advantageous effect of ameliorating facial blood flow within 15 minutes. 

Accordingly, the claimed inventions in claims 18 to 21 are based on the newly found 
function of anthocyanin for improving facial blood flow, which function is not describe nor 
inherent in Matsumoto. It is well established in the case law that the discovery of a new use for 
an old structure based on unknown properties of the structure might be patentable to the 
discoverer as a process of using. In re Hack, 245 F.2d 246, 248, 1 14 USPQ 161, 163 (CCPA 
1957). In US patent practice, many patents have been issued for novel use of known substances. 
For example, minoxydil had been patented as a blood pressure-towering drug (US 3,461,461). 
Then, the new effect of minoxydil for enhancing hair growth was discovered and minoxydil was 
patented as a hair growth stimulant (US 4, 139,619). Applicants respectfully submit that the 
methods defined in claims 18-25 fall within this category of invention. Namely, the presently 
claimed method of inhibiting tyrosinase activity in a subject in need of preventing or alleviating 
spots and freckles created on skin and the presently claimed method of ameliorating facial blood 
flow in a subject in need thereof, which comprise administering a composition comprising an 
effective amount of anthocyan for preventing or alleviating spots and freckles created on skin or 
for ameliorating facial blood flow to the subject, are new uses for the compounds set forth in the 
present claims, which are not and cannot be inherent within the teachings of Matsumoto. At 
least for this reason, the inventions defined in claims 18-25, which are based on new uses of 
anthocyanin, are patentable. 
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At least for the foregoing reasons, Applicants respectfiiUy submit that the presently 
claimed invention is patently distinguishable from Matsumoto. Therefore, Applicants 
respectfully request that the Examiner reconsider and withdraw any § 102 or § 103 rejection of 
method claims 18-25 over the teachings of Matsumoto. 

Applicants believe that the foregoing is a complete and proper response to the Office 
Action mailed September 23, 2009. While it is believed that all pending claims in this 
application are in condition for allowance, if the Examiner has any comments or questions. 
Applicants invite the Examiner to telephone the undersigned to resolve any outstanding issues at 
the below listed number. 

In the event this paper is not timely filed. Applicants hereby petition for an appropriate 

extension of time. The Commissioner is hereby authorized to charge the fee therefor, as well as 

any other fees which become due, to our Deposit Account No. 50-1 147. 

Respectfully submitted, 

/R. Eugene Vamdell. Jr/ 
R. Eugene Vamdell, Jr. 
Attorney for Applicants 
Registration No. 29,728 

Posz Law Group, PLC 

12040 South Lakes Drive, Suite 101 

Reston,VA 20191 

Phone 703-707-9110 

Customer No. 23400 

ATTACHMENTS: 

EXHIBIT A ~ K. Ohhara et al, Functional Food, 2009, Vol. 2, No. 4, p. 383-386 (5 pp.). 
EXHIBIT B ~ Catalogue of MC-FAN (4 pp). 

EXHIBIT C ~ Iwasaki-Kurashige et al.. Vascular Pharmacology 44 (2006) 215-2236 (6 pp.). 
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Exhibit A 

Partial English translation of K. Ohhara et al., Functional Food, 2009, Vol.2, No.4, 
p.383-38(5 

Partial tranBlation of K. Ohhftra ct al., Functional Food, 2009, VoL2, No.4, 
P.3S3-386 

Special topic Aging of skin and functional food 

6. Effects of functional components in food for improving and preventing spots and 
cocklea 

Hiroki Ohhara", Shingo TAJIMA^ 

1) Meiji Seika Kaisha, Ltd, Food and Healthcare Research Institute 
2> National Defense Medical College Hospital 

Abstract 
lines 6 to 8 

It has been suggested that caasis-aathocyauin components which are transferred in 
blood inhibits tyrosinase activity which involves in producing melanine and 
ameliorating ImpaLred blood circulation and takes effect on spots, 

Figure 3 Hypothesis for effects of caBsis-anthooyanin on improving and preventing 



Cassis-Anthocyanin 
^Absorption 

D3Q. D3R. C3G, C3R 




Improvement and prevention of spots 



Improvement of blood flow In peripheral blood 
Improvement of dullness on skin 



Exhibit A 
page 1 
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: page 3 
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Exhibit A 
i page 4 
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i Exhibit A 
i page 5 
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4, BC(CI*det[>hinidin-3-glucoEida (D3G), dolphinidin-S-mlinoeide oyanidin-3-gtuco5id6 (.C3Q\ ti^Xf 

eyanidin-S-rutinosida {C3R)(^)4?ic07'^'l->Z-l//i«-tt*l.TL\^a)T?. BCK)^'>h«feK*ffilgiitjill®J)S5Sfll 
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l^i+l,, oatalase/rf:f,Ll;|Ct6traothylammonium^i-4^i£}IPi|^)Lfc. gfe^ nitroarglr,lrB?T?ET. BC05»a3SlE«£T 
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o .._/_- IX Concentration of BC (jig/ml) 

1.2 1.5 1.8 2.1 2.5 




40 (min)' 

Figure 1. A mmined and progressiva decrease in the 
perfusion pressure produced by Mackcurrant eoneeniraie (BC) 
In a concentration iff l.Sug/ml during the contraction caused by 
lOftM phenylephrine (PE), 



Figure 2. Cancenlrallon-depsndenl decrease In the 
perfusion pressure with ilackcurrimt concentrate (BC) 
in the hind limb perfusion model qf llie rat. 
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